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DETAILED ACTION 

Response to Amendment 

This action is in response to the Applicants' amendment filed on May 12, 2006. 
Claims 1-25 are pending. Claims 13-19 were withdrawn in the previous Office Action 
and remain withdrawn. Claims 1-12 and 20-25 will be considered for examination. 

Applicants' amendment to claims 1 and 20 is sufficient to overcome the rejection 
of claims 1-12 and 20-25 under 35 USC 112, second paragraph. This rejection is 
withdrawn. 

Final Rejection 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1*12 and 20-25 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Bezos et al. (US 6,029,141) ("Bezos"). 

Referring to claim 1 : Bezos teaches a method of placing an electronic order from 
a data processing unit operated by a user, comprising: 

• receiving, at the data processing unit, a web page from a hosting web site 
during an interactive session between the data processing unit and a 
hosting server over a computer network, wherein said receiving a web 
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page includes displaying the web page on a display unit in 
communications with the data processing unit, wherein said displaying the 
web page includes presenting one or more advertised products (col. 6, 
line 59 -col. 7, line 20; col. 11, lines 28-62; Figure 5, items "100" and 
"108"; Figure 6, item "120"; Abstract); 

• receiving, at the data processing unit, a purchase request to purchase an 
advertised product, said purchase request being generated by the user 
(col. 2, line 47 - col. 3, line 7; col. 7, lines 30-34; col. 14, lines 38-51). 

• providing, an order form for the advertised product in response to the 
purchase request without having to exchange additional communications 
with the hosting server, wherein said providing an order form includes 
presenting the order form on the display unit to the user (Figure 10c; col. 
15, lines 44-50); 

• wherein the data processing unit remains connected to the hosting server 
to continue the interactive session while the user operates an input device 
in communication with the data processing unit to complete the order form 
( col. 12, lines 32-41 : u Another alternative is for the associate Web site 100 to be 
created using an HTML frame format The bottom frame can be designated as the target 
area frame for the merchant's Web site 106. The top frame can provide navigational 
controls for the customer to return to the associate's Web site 100 after selection of a 
particular product at the merchant's Web site 106. This allows the customer to 
maintain an associate's Web page frame while viewing and processing product 
purchases at the merchant's Web site 106") (emphasis added). 
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Bezos does not teach that the order form is provided by the data processing unit (i.e. 
customer computer). However, Bezos discloses that the customer's computer is 
capable of presenting web documents embedded in a web browser of the customer's 
computer (Figure 1, item 112"; Figure 5, items "C" and "G"). Therefore, it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
relocate the order form (Figure 1 , item u 1 36"; Figure 1 0c) from the merchant web site to 
the customer's computer since it has been held that rearranging parts of an invention 
involves only routine skill in the art. (In re Japikse, 86 USPQ 70). 

Referring to claim 2 : Bezos teaches all the limitations of claim 1 as noted above. 
In addition, Bezos teaches processing, by the data processing unit, the order form in 
response to instructions from the user to send the order form to a merchant server to 
thereby produce the electronic order without having to exchange additional 
communications with the hosting server, wherein said processing the order form 
includes exchanging communications between the merchant server and the data 
processing unit over the computer network (col. 14,lines 38-51; col. 15, lines 44-50). 

Referring to claim 12 : Bezos teaches receiving a web page over the global 
Internet (Figure 1, item "104"; col. 6, lines 1-11). 

Referring to claim 20 : Claim 20 is rejected under the same rationale as set forth 
above in claim 1. 

Referring to claim 22 : Bezos teaches computer code means to present 
descriptive information related to said advertised product in response to a descriptive 
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information request, wherein said descriptive information includes an option to send 
purchase request (col. 7, lines 6-20). 

Referring to claim 23 : Claim 23 is rejected under the same rationale as set forth 
above in claim 2. 

Referring to claim 25 : Bezos teaches that the computer network includes the 
global Internet (Figure 1, item "104"; col. 6, lines 1-11). 

Claims 6, 7, 21, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bezos (US Patent 6,029,141) in view of Official Notice. 

Referring to claim 6 : Bezos teaches all the limitations of claim 2 as noted above. 
Bezos does not teach the step of confirming, by the processing unit, billing information 
entered into the order form by the user prior to sending the order form to the merchant 
server. However, Official Notice is taken that it is old and well known in the art to 
confirm a buyer's billing information prior to placing an order. Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate this feature into the method of Bezos. One of ordinary skill in the art would 
have been motivated to do so in order to ensure that the order was charged to the 
proper account. 

Referring to claim 7 : Bezos teaches all the limitations of claim 2 as noted above. 
Bezos does not teach the step of encrypting the order form prior to sending the order 
form to the merchant server. However, Official Notice is taken that it is old and well 
known in the art to encrypt an order prior to sending the order to a merchant. Therefore 
it would have been obvious to one of ordinary skill in the art, at the time the invention 
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was made, to incorporate this feature into the method of Bezos. One of ordinary skill in 
the art would have been motivated to do so in order to use encryption to ensure the 
confidentiality and integrity of the order. 

Referring to claim 21 : Claim 21 is rejected under the same rationale as set forth 
above in claim 7. 

Referring to claim 24 : Claim 24 is rejected under the same rationale as set forth 
above in claim 6. 

Claims 3-5, 10, and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bezos (US Patent 6,029,141) in view of Hamel (US 
2002/0007393 A1). 

Referring to claims 3-5 : Bezos teaches all the limitations of claim 2 as noted 
above. Bezos does not teach the step of receiving, at the data processing unit, a 
banner applet to implement at least one of said presenting one or more advertised 
products, said receiving a purchase request, said providing an order form, and said 
processing an order form. Bezos also does not teach receiving, at the banner applet, a 
request for descriptive information related to the advertised product prior to said 
receiving a purchase request; and providing, by the banner applet, the descriptive 
information, wherein the descriptive information is presented on the display unit and 
includes an option to send the purchase request in response to input from the user. 
Finally Bezos does not teach providing, by the banner applet, an authorization request 
to be presented on the display unit in response to the purchase request; and 
implementing said providing an order form step in response to the banner applet 
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receiving affirmation of the authorization request. However, Hamel teaches a method 
for browser-executed software wherein advertised products are presented in a web page 
using a banner applet (paragraphs [0075] and [0076]; Figure 1, items "132" and "135"). 
Furthermore, Hamel discloses that when a user selects an applet within a web page 
scripting programs cause the applet to be download to the client system which then 
performs various functions on the client computer (paragraph [0076]). Therefore it would 
have been obvious to one of ordinary skill in the art, at the time the invention was made, 
to incorporate a banner applet for performing various functions into the method of 
Bezos. One of ordinary skill in the art would have been motivated to do so in order to 
perform processing on the user's terminal as taught by Hamel (paragraph [0076]). 

Referring to claims 1 0 and 1 1 : Bezos teaches all the limitations of claim 1 as 
noted above. Bezos does not teach presenting the web pages in a first and second 
window, or displaying, by the data processing unit, the advertised product in a banner 
located within the first window, the banner containing a link that is capable of being 
activated to send the purchase request. However, Hamel teaches a method for 
browser-executed software wherein advertised products are presented in a web page 
using a banner applet (paragraphs [0075] and [0076]; Figure 1, items "132" and "135"). 
Hamel also teaches that when a user selects Ad 123 within a web page (i.e. first 
window), another webpage is opened (i.e. a second window) (paragraph [0078]). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to incorporate a first and second window into the method of Bezos. 
One of ordinary skill in the art would have been motivated to do so in order to allow a 
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user to perform a "click-through" as taught by Hamel. The cited prior art does not teach 
that the second window displays an order form. However, the Examiner notes that this 
limitation is not functionally involved in the steps of the recited method. Therefore this 
limitation is deemed to be nonfunctional descriptive material. The steps of receiving, 
providing, and presenting would be performed the same regardless of what content was 
displayed in the second window. The differences between the content of the Applicants' 
second window and the prior art are merely subjective. Thus this nonfunctional 
descriptive material will not distinguish the claimed invention from the prior art in terms 
of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed, Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir 1994) also see MPEP 
2106. Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to place any information in the second window of the 
cited prior art because such information does not functionally relate to the steps claimed 
method and because the subjective interpretation of information does not patentably 
distinguish the claimed invention. 

Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bezos (US Patent 6,029,141). 

Referring to claims 8 and 9 : Bezos teaches all the limitations of claim 2 as noted 
above. Bezos does not explicitly disclose providing the merchant server as the hosting 
server, or operating the merchant server and the hosting server by an affiliate of a 
merchant that promotes the advertised product. However, at the time the invention was 
made, it would have been obvious to one of ordinary skill in the art to have any 
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arrangement in the setup of the merchant and hosting websites. Applicant has not 
disclosed that this particular arrangement of websites provides an advantage, is used 
for a particular purpose or solves a stated problem. Furthermore, one of ordinary skill in 
the art would have expected Applicants' invention to perform equally well with the 
arrangement taught by Bezos because Bezos uses a merchant website, a hosting 
website, and an affiliate of merchant that promotes the advertised product (Figure 1 , 
items "100" and "106"; Abstract). Therefore, it would have been obvious to one of 
ordinary skill in this art to modify Bezos to obtain the invention as specified in the 
claims. 



Response to Arguments 

Applicants' arguments with respect to the rejection of claims 1-12 and 20-25 
under 35 USC 103(a) have been fully considered but they are not persuasive. The 
Applicants have argued Bezos does not teach that the data processing unit "remains 
connected" to the hosting server during the interactive session (see Remarks pages 9- 
11; claim 1, lines 13 and 14) because Bezos teaches that the user uses the navigational 
controls to return to the associate's Web site. The Examiner respectfully disagrees. 
Bezos teaches that the associate web site is created using an HTML frame format that 
has three frames: a top frame for navigational controls, a bottom frame for the 
merchant's Web site, and an associate's Web page frame. Bezos teaches that the 
navigational controls in top frame are used to control the bottom frame for the 
merchant's Web site. This allows the user to visit the merchant's Web site and return 
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using the navigational controls in the top frame. However, the third frame (i.e. the 
associate's Web page frame) remains unchanged and unaffected by the navigational 
controls. Bezos explicitly states that is arrangement of three frames "... allows the 
customer to maintain an associate's Web page frame while viewing and processing 
product purchases at the merchant's Web site 106." Thus, throughout the interactive 
session, the data processing unit remains connected to the hosting server via the third 
frame. For this reason, the Examiner maintains the art rejection. 

The Examiner notes that the Applicants did not respond to the Examiner's Official 
Notice rejection of claims 6, 7, 21 , and 24 in the previous Office Action. In order to 
adequately traverse a rejection based on common knowledge (i.e. Official Notice), an 
Applicant must specifically point out the supposed errors in the Examiner's action, which 
would include stating why the noticed fact is not considered to be common knowledge 
or well-known in the art . A general allegation that the claims define a patentable 
invention is inadequate. In the present case, the Applicants did not respond to the 
Examiner's rejection using Official Notice. Furthermore, the Applicants failed to argue 
why the noticed fact is not considered to be common knowledge or well-known in the 
art. Instead, the Applicants have provided a general allegation of patentability of claims 
6, 7, 21 , and 24. For this reason, Applicants' response is considered to be an 
inadequate traversal of the Official Notice used by the Examiner in the rejection of 
claims 6, 7, 21, and 24 under 35 U.S.C. §1 03(a). 

Since the Applicants have failed to seasonably challenge the Examiner's Official 
Notice presented in the previous Office Actions, the Examiner now interprets all Official 
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Notices as admitted prior art. Applicant must seasonably challenge well known 
statements and statements based on personal knowledge when they are made. In re 
Selmi, 156F.2d 96, 70 USPQ 197(CCPA 1946). If Applicant does not seasonably 
traverse the well known statement during examination, then the object of the well known 
statement is taken to be admitted prior art. In re Chevenard, 139 F.2d71, 60 USPQ 239 
(CCPA 1943). Also see MPEP 2144.03. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (571)-272- 
6758. The examiner can normally be reached on M-F 8:00am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571 )-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Naeem Haq, Patent Examiner 
Art Unit 3625 



July 22, 2006 




Primary Examiner 



